
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



^APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. 



09/605^22 £6/27/2000 
26291 7590 12/31/2003 

MOSER, PATTERSON & SHERIDAN L.L.P. 
595 SHREWSBURY AVE 
FIRST FLOOR 
SHREWSBURY, NJ 07702 



Sadik Bayrakeri 



19880-0013 10 



3935 



EXAMINER 



SLOAN, NATHAN A 



ART UNIT 



PAPER NUMBER 



2614 

DATE MAILED: 12/31/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/605,522 



Examiner 

Nathan A Sloan 



Applicant(s) 
BAYRAKERI ETAL 



Art Unit 

2614 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- tf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1704(b). 

Status 

1 )(3 Responsive to communication(s) filed on 27 June 2000 . 
2a)D This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 27 June 2000 is/are: a)D accepted or b)D objected to by the Examiner- 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

ajDAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 
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DETAILED ACTION 
Specification 

1 . The disclosure is objected to because of the following informalities: page 6, line 32 
should read encoders 130 x , 130 2 , and 130 n rather than 1301, 1302, and 130n. Page 15, line 4 
should read "returned to the (510)".. . rather than "returned to the (610)." 
Appropriate correction is required. 



Drawings 



2. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference sign(s) not mentioned in the description: items 530-533 of Figure 
5, items 728, 730, 736, and 738 of Figure 7, and item 1902 of Figure 19. A proposed drawing 
correction, corrected drawings, or amendment to the specification to add the reference sign(s) in 
the description, are required in reply to the Office action to avoid abandonment of the 
application. The objection to the drawings will not be held in abeyance. 



Application/Control Number: 09/605,522 
Art Unit: 2614 



Page 3 



Claim Objections 

3. Claim 22 is objected to because of the following informalities: lack of antecedent basis 
for "the transport multiplexer" in line 8. It appears applicant intended "the transport de- 
multiplexer" which is how it will be treated for this Office Action. Appropriate correction is 
required. 



Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1 and 8-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Lawler et 
al. (5,805,763). 

Lawler et al. (5,805,763) teaches a two-way communication system and corresponding 
method for providing an interactive viewing system with a customizable program guide. 

With respect to claim 1, the claimed method for providing a custom interactive program 
guide including "receiving selections indicative of a set of channels to be included in the custom- 
IPG" is taught by Lawler as seen in Figure 4A at 208, Figure 4B at 264, 266, and 268, col. 4: 15- 
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23, col. 7: 10-28, col 8:40-54, and col. 14: 1-5. Users interact with a head end over a two way 
communication network (col.7:23-28) to request interactive program guide data. Users may 
customize the IPG by selecting a time range indicating a set of channels to include, making 
selections that will render custom icons in the program guide, or by customizing based on viewer 
preferences, history, or based on a given category. The program guide is rendered at a head-end 
and delivered on request as taught in the above noted sections. 

With respect to claim 8, the claimed IPG being provided on "a channel that is 
independent of channels used to carry regular programming and program guide" is taught in col. 
9:38-44. 

With respect to claim 9, the claimed "receiving a request indicating a selection for either 
the custom IPG or a regular IPG on a particular channel and depending on the request, providing 
either the custom IPG or the regular IPG on the particular channel" is met as noted above in 
response to claim 8 by requesting and providing IPG on a particular channel. Examiner notes 
that this claim is in either ... or format and thus the burden is to only meet either of the recited 
limitations. 

With respect to claim 10, the claimed one or more custom IPG screens being "formed as 
a subset of a regular IPG screen" is taught by Lawler by allowing a user to form a subset 
comprising a programs from a certain time range, of a particular category, based on a past 
history, etc as noted above in response to claim 1 . 

With respect to claims 1 1-13, the claimed custom-IPG being rendered / dynamically 
modified at a head end, and stored as part of a profile for a particular viewer is met as noted 
above in response to claim 1 and further in col. 4: 1 1-23. 
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3. Claims 1 and 9-13 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Boyer et al. (2003/0066085). 

With respect to claim 1 , Boyer et al. teaches a system for providing a television program 
guide over the internet. Users may completely customize their interactive program guide by 
selecting channels, a region, display colors, and other options. As taught on p. 6, paragraph 87 a 
user may customize a program guide including a custom channel line-up (see also Fig. 15). 
These IPG screens are then rendered by the web server, which is at a head end as claimed (p. 4, 
paragraph 67), and provided "upon receiving a request for the custom-IPG" as a user browses the 
internet (p. 6, paragraphs 89-96). 

With respect to claim 9, the claimed receiving a request for "either the custom-IPG or a 
regular IPG on a particular channel and depending on the received request, providing either the 
custom IPG or the regular IPG on the particular channel" is taught on page 6, paragraphs 98 and 
99. 

With respect to claim 10, the claimed one or more custom IPG screens being "formed as 
a subset of a regular IPG screen" is taught by Boyer by allowing a user to form a subset 
comprising a programs from a certain time range, of a particular category, of a particular channel 
lineup, etc as noted above in response to claim 1. 

With respect to claims 1 1-13, the claimed custom IPG being rendered, modified, and 
stored at the head end as part of a subscriber profile is met by the methods above and storing of 
selections in a profile (p. 6, paragraph 95) at a web server, which is at the head end (p. 4, 
paragraph 67). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lawler 
(5,805,763) in view of Lemmons (6,442,755). 

With respect to claims 2, 4, and 5, the claimed receiving a request to view the IPG on a 
particular channel is taught in col. 9:38-44. Lawler also teaches overlaying techniques for 
"providing a modified video sequence" in col. 6:14-27, but not explicitly overlaying the custom 
IPG on a concurrent video sequence that is currently being viewed. Lemmons (6,442,755) 
teaches an electronic program guide using markup language to dynamically reconfigure display 
and layout. As taught in col. 6:3-5, a program may be overlaid "on a video sequence being 
provided ... to generate a modified video sequence" for display on a channel concurrently being 
viewed. It would have been obvious for one skilled in the art at the time of the invention to 
modify the system and methods of Lawler by allowing overlay on a particular channel as taught 
by Lemmons in order to avoid forcing a user to tune to a specific channel associated with the 
program guide. 

With respect to claim 3, Lawler does not teach the claimed "receiving a command 
indicative of a particular location at which to overlay the one or more custom IPG screens" and 
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correspondingly re-rending at the location and providing the IPG screens. Lemmons teaches 
resizing and repositioning windows for display as seen in Fig. 6b. It would have been obvious 
for one skilled in the art at the time of the invention to modify the system and methods of Lawler 
by allowing relocation of program guide information in order to "create enhanced features and 
promotions" as taught by Lemmons in col.2:38-42. By employing the relocation methods of 
Lemmons at the head end with the reception of user customizations as taught by Lawler, the re- 
rendered custom IPG screens would then be provided from the head end to users. 

With respect to claim 6, neither Lawler nor Lemmons explicitly teach overlaying on a 
channel "used to carry regular program guide." Both Lawler and Lemmons teach transmission 
of a program guide on a regular / in band channel as noted above and taught by Lemmons in col. 
5:27-33. Furthermore, Lemmons teaches overlaying on a program currently being viewed. 
Clearly then if a viewer is watching a channel used to carry a program guide, overlaying an 
interactive program guide may be accomplished on that channel. It would have been obvious for 
one skilled in the art at the time of the invention to modify the system and methods of Lawler by 
allowing overlay on a particular channel as taught by Lemmons in order to avoid forcing a user 
to tune to a specific channel associated with the program guide. 

With respect to claim 7, the claimed "receiving a request to turn off the custom-IPG" is 
met by Lawler in col. 10: 1 8-25 by tuning to a channel in the IPG. This process is not in 
association with providing the video sequence on the particular channel. However, as noted 
above Lemmons teaches providing an IPG on the particular channel and further teaches turning 
the viewing a television channel, program guide, and various navigation techniques in col.5:51+. 
It would have been obvious for one skilled in the art at the time of the invention to modify the 
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IPG control techniques of Lawler by providing the IPG on the particular channel in order to 
avoid forcing a user to tune to a specific channel associated with the program guide. 

6. Claims 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lawler 
(5,805,763) in view of Eyer (5,982,445). 

With respect to claims 14 and 18, the claimed activating a program guide customization 
process, selecting a set of channels to be included, and receiving the custom IPG screens 
rendered at a head end are met as noted above by Lawler. Lawler, however, does not teach use 
of a "pop-up menu provided to assist in the customization process." Eyer teaches a html 
protocol for television display and control. In col. 7:44-48 the use of pop-up menus is taught to 
define an area of a screen used for input based on actions. These menus are transmitted from a 
headend 160 to a television set-top box 180 as seen with reference to Figure 1. It would have 
been obvious for one skilled in the art at the time of the invention to modify the method of 
Lawler by using a pop-up menu in the graphical user interface as taught by Eyer in order to 
provide users with an easily understood customization interface. 

With respect to claim 15, the claimed indicating a particular arrangement for the channels 
is met as noted above by Lawler in "arranging" channels to be included in an interactive program 
guide, such as channels arranged from a given category. 

With respect to claims 16 and 17, the claimed customization being initiated by 
"highlighting a particular object provided on a regular IPG screen" is seen at steps 259, 260, 262, 
and 268 of Figure 4B. A user may scroll with a remote control and navigation keys through the 
IPG with a focus frame, which may be of different color meeting the claimed "highlighting" (col. 
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8:5-12). When the focus frame falls out of the bounds of stored IPG data, customization is 
demanded by requesting an updated PSI from the head end (step 262) that will include the new 
data for the corresponding time range. The navigation keys may be included as part of a remote 
control as seen in Fig. 2 item 22. 

With respect to claim 19, the claimed pop-up menu being "overlaid on a current screen 
being viewed" is not taught by Lawler. As noted in response to claim 14 above, Eyer teaches 
pop-up overlay techniques and further that these may be overlaid on a screen being viewed in 
col. 10:27-60. It would have been obvious for one skilled in the art at the time of the invention 
to modify the system and methods of Lawler by allowing overlay on a particular channel as 
taught by Eyer in order to avoid forcing a user to tune to a specific channel associated with the 
program guide. 

With respect to claim 20, the claimed selecting achieved by highlighting objects 
rendering in the pop-up menu is not taught by Lawler. However, Lawler does teach highlighting 
objects for selection as noted above, and Eyer teaches use of a pop-up menu. It would have been 
obvious for one skilled in the art at the time of the invention to modify the highlight selection 
methods of Lawler by using a pop-up menu with highlighting in order to provide an easily 
understood user interface for viewers. 

7. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eyer (6,160,545) 
in view of Lawler (5,805,763). 

With respect to claim 21, the claimed video session manager is met by IPG data server 
210 of Fig. 1. The claimed "at least one encoder" is met by encoders 220 ... 230 which "render 
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and encode one or more custom IPG screens having including therein the set of channels," the 
claimed multiplexer and modulator are met by multiplexer / modulator 250 which provide the 
data in an appropriate format for transmission (col. 8:24-28). Eyer, however, does not teach 
"receiving selections indicative of a set of channels to be included in the custom IPG" at the 
video session manager and providing the custom IPG "on the output signal upon receiving a 
request for the custom-IPG." Lawler teaches a system that is used to transmit custom IPG data 
including a set of channels in response to a request as noted above and in col. 7: 10-28. It would 
have been obvious for one skilled in the art at the time of the invention to modify the system of 
Eyer by transmitting custom IPG data in response to a request as taught by Lawler in order to 
conserve memory usage at a set top terminal. 

8. Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shiga (6,005,562) 
in view of Lawler (5,805,763). 

With respect to claim 22, the claimed set-top terminal for providing a custom IPG is seen 
with reference to Figure 23. Specifically, a demodulator 22 is provided to receive and generate a 
transport stream "provides on or more encoded custom IPG screens " This signal is provided to 
a de-multiplexer 24 which is "operative to receive and process the transport stream" and finally 
to "at least one decoder ... to receive and decode ... an output video sequence" as seen by 
decoder 25. This system is described in col. 17-18 for receiving and providing an EPG. In the 
system of Shiga, however, the EPG data is received prior to a request and stored locally not after 
being "rendered at a head end and sent to the STT upon receiving a request for the custom IPG." 
Lawler clearly teaches a receiver system that is used to transmit and receive custom IPG data in 
response to a request as noted above and in col. 7: 10-28. It would have been obvious for one 
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skilled in the art at the time of the invention to modify the system of Shiga by transmitting 
custom IPG data in response to a request as taught by Lawler in order to conserve memory usage 
at a set top terminal. 



Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Eldering et al. (6,457,010) teaches a client-server based subscriber characterization 
system with custom EPG requests based on a category, sub category, and providing the data in 
response to the request. 

Hooper et al. (5,422,674) teaches a remote display of an image using overlay portions. 
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